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DETAILED ACTION 

This office action is responsive to communication filed March 29, 2007. Claims 
1, 4, 5-10, 13-15 have been amended. Claims 1-16 remain pending in this application. 



Claim Rejections - 35 USC § 101 

1. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 14 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 14 is not limited to tangible 
embodiments. Claim 14 recites a computer data signal embodied in a carrier wave and 
at least transiently stored in a computer readable storage structure. Signals and carrier 
waves are not considered tangible mediums; furthermore, signals and waves cannot me 
stored in computer readable storage structures. Thus the claim is not limited to tangible 
embodiments. As such, the claim is not limited to statutory subject matter and is 
therefore non-statutory. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 1-3, 6 and 8-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dutta et al. (US Patent Application Publication 2002/0149569 A1) 
('Dutta') in view of Will (US Patent 6,392,640). 

With respect to claims 1 and 11-15, Dutta teaches: 

generating, for browsing, a character subset of said character set, said character 
subset including characters from among which, according to an inference logic, the next 
character for said word is most probably selected (paragraph 56); 

displaying said character subset on a display of said electronic device, for 
browsing and selecting the next character by the user (paragraph 57), 

wherein said inference logic is based on a database of words and at least one 
usage parameter related to each of said words (paragraphs 37, 38 and 56). 

Dutta does not explicitly teach wherein said user interface is a roller, and wherein 
browse commands are issued by rotating the roller around its axis, and wherein select 
commands are issued by pressing the roller. 

Will teaches entry of words with thumbwheel by disambiguation (see abstract), in 
which he teaches wherein said user interface is a roller, and wherein browse commands 
are issued by rotating the roller around its axis, and wherein select commands are 
issued by pressing the roller (column 2 lines 27-33). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have modified Dutta by the teaching of Will because wherein 
said user interface is a roller, and wherein browse commands are issued by rotating the 
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roller around its axis, and wherein select commands are issued by pressing the roller 
would enable a way of entering text in a device too small for a keyboard, and more 
specifically a way to utilize the thumbwheel along with a touch-screen to more 
effectively enter characters (Will, column 2 lines 6-10). The combination would also 
enable a method for disambiguation by letter for use in touch screen displays (Will, 
column 15 lines 31-35). 

With respect to claim 2, Dutta as modified teaches wherein said at least one 
usage parameter for a certain word is related to the individual number of occurrences of 
usage of said word (Dutta, paragraph 56 lines 9-12, Will, column 13 lines 46-58). 

With respect to claim 3, Dutta as modified teaches wherein said at least one 
usage parameter for a certain word is related to the individual number of occurrence of 
usages of said word and the total number of occurrence of words (Dutta, paragraph 56 
lines 9-12). 

With respect to claim 6, Dutta as modified teaches further comprising storing said 
selected characters in a log file for determining new usage parameters, and wherein 
said inference logic determines said subset of most probable characters by evaluating 
said log file (Dutta, paragraph 38, paragraph 57). 
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With respect to claim 8, Dutta as modified teaches wherein, the character subset 
is interlinked with the character set, in order to browse the characters on the display, 
such that upon browsing past the character subset, the browsing of the character set 
begins (Dutta, paragraph 39, paragraph 57). 

With respect to claim 9, Dutta as modified teaches wherein generating the 

character subset with said inference logic comprises: 

identifying a start of an entry of a new word (Dutta, paragraph 38 lines 1-2), 
inserting, into the character subset, the most probable letters stored in the 

database of words for starting a word (Dutta, paragraph 38). 

With respect to claim 10, Dutta as modified teaches: 

identifying a text being entered, wherein the characters of said text relating to a 
word are entered (Dutta, paragraph 56), 

identifying words being stored in said database of words that are appropriate for 
the word being entered (Dutta, paragraph 56), and 

selecting, for the character subset, a character from each appropriate probable 
entry to be the possibly entered text (Dutta, paragraphs 38 and 56). 

4. Claims 4, 5, 7 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dutta et al. (US Patent Application Publication 2002/0149569 A1) ('Dutta') in view 
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of Will (US Patent 6,392,640) as applied to claims 1-3, 6 and 8-15 above, and further in 
view of Dostie et al. (US Patent Application Publication 2004/0021691 A1) ('Dostie'). 

With respect to claim 4, Dutta as modified teaches wherein said at least one 
usage parameter and said words are stored in a database comprising words and said at 
least one usage parameter (Will, column 13 lines 54-58). 

Dutta as modified does not teach said method further comprising adapting the 
contents of said database after at least one word has been selected. 

Dostie teaches a method, system and media for entering data in a personal 
computing device (see abstract), in which he teaches further comprising adapting the 
contents of said database after at least one word has been selected (paragraph 214). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have further modified Dutta by the teaching of Dostie 
because further comprising adapting the contents of said database after at least one 
word has been selected would enable the database or dictionary to have learning 
capabilities, thus providing more functionality (Dostie, paragraph 214). 

With respect to claim 5, Dutta as modified teaches wherein said adapting of said 
database is performed by adding a new word to said database (Dostie, paragraph 214). 

With respect to claim 7, Dutta as modified teaches wherein words stored in said 
database of words are arranged in the form of a tree such that a root of the tree consists 
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of a beginning of a word, the root being connected to nodes representing single 
characters on a next level such that on each level, potential characters are, in order of 
probability, connected to a node on a pervious level whereby, as the process proceeds 
from the root of the tree through the nodes to a node on the last level, the characters in 
the nodes combine to form a word in said database of words (Dostie, Figure 4, 
paragraphs 88-90). 

With respect to claim 16, Dutta as modified teaches wherein said processing unit 
is further configured to adapt the content of said database of words and said at least 
one parameter according to selections of a user received from said input device (Dostie, 
paragraphs 209-214). 

Response to Arguments 

5. Applicant's arguments filed March 29, 2007 have been fully considered but they 
are not persuasive. In response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir, 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
the motivation is found in the references themselves. 
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6. Applicant argues that the combination would change the principle of operation of 
Dutta because the addition of a thumbwheel to Dutta would destroy the purpose of 
Dutta of providing a customizable touch screen keyboard for the selection of characters. 
Examiner disagrees. Dutta is directed to an improved touch screen keyboard to 
facilitate greater speed and ease of use in small handheld devices, such as PDAs. 
Contrary to applicant's arguments, there is no teaching in Dutta that prohibits the use of 
a thumbwheel or teaches that a thumbwheel would "destroy" Dutta's invention. In fact, 
the primary purpose of Dutta's invention to solve the problem of the current data entry 
system of small handheld devices, wherein the current system is searching for and 
selecting letters one at a time using a stylus (paragraph 25). 

Will also teaches data entry of text characters into small handheld devices, such 
as PDAs, and more specifically improving the efficiency of text entry. Will uses a 
thumbwheel for effective, efficient entry of text. It is known in the art that thumbwheels 
provide an effective approach to navigating small handheld devices. Will further 
teaches that a character group may be displayed on a touch-sensitive screen and 
selected by the user touching the screen (Will paragraph 5 lines 1-10). Thus, it would 
have been obvious to modify Dutta by the teaching of Will to enable a way of entering 
text in a device too small for a keyboard, and more specifically a way to utilize the 
thumbwheel along with a touch-screen to more effectively enter characters (Will, column 
2 lines 6-10). The combination would also enable a method for disambiguation by letter 
for use in touch screen displays (Will, column 15 lines 31-35). 
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7. Applicant argues that Will by itself fails to disclose or suggest all of the limitations 
recited in claims 1 . In response to applicant's arguments against the references 
individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Lewis whose telephone number is 571-272- 
5599. The examiner can normally be reached on Monday - Friday, 9 - 6:30, alternate 
Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Rones can be reached on 571-272-4085. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Alicia Lewis 
June 12, 2007 




SAM RIMELL 
PRIMARY EXAMINER 



